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RESPONSE 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



Sir: 

The paper is presented in response to Paper No. 12, dated January 31, 2001, 
asserting that the Amendment filed on November 15, 2000 was non-responsive. In 
particular, the Office asserts that applicants have presented claims to a "new invention" 
based on the recitation of "a low salt-containing composition." In support of this 
assertion, the Office points to the description of the invention set forth at page 6 of the 
Amendment. However, applicants disagree with the Office's assessment that the new " 
claims are directed to a different invention than the previous claims. 

In particular, the terminology "low salt-containing syrup" was previously present 
in examined claim 2. Applicants, by way of the previous Amendment, essentially 
incorporated the substance of claim 2 into claim 1. Further, applicants eliminated ' 
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language which the Examiner explicitly objected to under 35 U.S.C. §112, second 
paragraph in an effort to accommodate the Office and hasten prosecution. 

Moreover, applicants submit that the characterization of the invention at page 6 of 
the Amendment is indeed consistent with the previous invention (and the present 
invention) claimed. In particular, page 6 of the Amendment characterizes the invention 
as follows: 



The present invention is directed to low salt-containing 
compositions that comprise biologically active human IGF-I or 
biologically active variant thereof in a concentration of at least 
about 250 mg/ml...The compositions comprise a highly 
concentrated, precipitated form of human IGF-I or variant thereof 
that has the consistency of a viscous syrup... 



This definition of the invention is also found in the application at, e.g., page 4, lines 1-4. 
The consistency of the IGF-I of the invention inheres from the fact that the IGF-I is 
present at a concentration of at least 250 mg/ml and is "low salt-containing." See, e.g., 
page 3, lines 14-17 and page 4, lines 1-13, of the application as filed. Thus, applicants, 
by way of the previous amendment, eliminated language regarding inherent properties of 
the IGF-I composition and added language regarding salt content which was already 
present in claim 2. As explained in the specification, the concentration of IGF-I , as well 
as the salt content, is responsible for the "highly concentrated" form. Although 
applicants pointed out that the terminology "highly concentrated" was clearly defined in 
the application, this language was eliminated in response to the Office's rejections in 
order to hasten prosecution. 

Applicants submit, therefore, that the amended and new claims are not directed to 
a "new invention" and that the previous Amendment was indeed responsive. 
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Please direct all further written communications regarding this application to: 

Joseph H. Guth, Esq. 
CHIRON CORPORATION 
Intellectual Property - R440 
P.O. Box 8097 
Emeryville, CA 94662-8097. 



Respectfully submitted, 



Date: 3[l(o j By: — 

Roberta L. Robins 
Registration No. 33,208 
Attorney for Applicants 

ROBINS & ASSOCIATES 
90 Middlefield Road, Suite 200 
Menlo Park, CA 94025 
Telephone: (650) 325-7812 
Fax: (650)325-7823 
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